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®triteb States Court of Appeals 
DISTRICT OF COLUMBIA 

Appeal No. 8602 
* \ 

The Hoover Company, appellant 

Conway P. Coe, Commissioner of Patents, 

APPELLEE 

APPEAL FROM THE JUDGMENT OF THE DISTRICT COURT OF THE 
UNITED STATES FOR THE DISTRICT OF COLUMBIA 

BRIEF FOB THE COMMISSIONER OF PATENTS 

INTRODUCTION 

This is an appeal by the plaintiff from the judgment 

(14) 1 of the District Court of the United States for 

the District of Columbia, dismissing the complaint (3) 

brought by appellant, The Hoover Company, in which 

it was sought to have it adjudicated that the appellant 
is entitled to the issuance to it of a reissue patent 
for Continuous Absorption Refrigerating Systems, 
containing claims 15, 16, 38, and 39, of the applica¬ 

tion (88) of its assignee, Curtis C. Coons, No. 373,970 
filed January 10, 1941, being an application for the 

1 The numbers in parentheses throughout this brief refer to 
pages of appellant’s appendix. 
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It also found as a conclusion of law the following: 

In determining whether an applicant has a 
right to make a claim of a patent, or a modified 

, form of the claim of a patent, copied for inter¬ 
ference purposes, his right to make those claims 
is not established by the mere fact that certain 
of the elements of the applicant’s device are 
equivalents, within the meaning of that term as 
used in infringement proceedings, to certain ele¬ 
ments of the device of the patent. The appli¬ 
cant has no right to make such claims unless 
they are directly readable upon his disclosure 
(13). 

The Bergholm patent No. 2,201,362 (134) with which 

the interference is sought discloses a refrigerating 

system of the absorption type, in Figure 1 of which 

is shown a generator 10, wherein a mixture of ammonia 

and water is heated in coil 30, the ammonia vapor 

with slugs of water passing to the upper portion of 

the generator, where they are separated. The am¬ 

monia vapor flows through conduit 31, vessel 28, con¬ 
duit 27, the outside passage 25 of a concentric arrange- 

ment of three pipes and conduit 26 to the condenser, 

where the ammonia vapor is condensed into a liquid. 
This liquid flows into the upper end of the evaporator 

16 where the vapor is evaporated and diffused into 
hydrogen gas, producing a refrigerating effect. The 

mixture of the ammonia vapor and the hydrogen gas 

flows from the upper end of the evaporator through 

the inner passages of a heat exchanger 21 to the lower 

end of the absorber. The weakened absorbent liquid 

flows from the lower part of the generator through 
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at a level below the surface levels of liquid in 
both said generator and said absorber, and 
means for- creating a third surface level of 
liquid in said circuit below said exchanger to 
permit drainage of condensate from the vapor 
portion of said heat exchanger into said liquid 
circuit. 

SUMMARY OF ARGUMENT 

In determining whether the claims in suit read on 

the Coons application it is immaterial that the devices 
may be equivalents of each other. The applicant is 
not entitled to an interference with the Bergholm 

patent unless the claims find an actual response in 
the application. 

None of the involved claims are supported by the 

disclosure of the Coons application. 

ARGUMENT 
« 

As stated above the claims involved herein were 
offered in the Coons reissue application for the pur¬ 
pose of bringing about the declaration of an inter¬ 
ference between that application and the patent to 
Bergholm. 

Ordinarily such a result would be brought about by 

the applicant copying some of the claims of the pat¬ 
ent. It sometimes, however, happens that due to 

the inclusion of immaterial limitations in the claims 

of the patent, they do not literally read on the dis¬ 
closure of the application, although the real invention 

is common to both cases. 

Under such conditions the applicant may present 

claims omitting the immaterial limitation or otherwise 
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exchangers which with the rectifier make up what 

appellant argues is in the Coons device “a triple heat 
exchanger.” 

i How can the level in the reservoir be below the “heat 

exchanger” of Coons if it is below one part and above 

another? 

Lastly appellant argues that the respective parts of 

his system are the equivalents of the corresponding 

parts of the patent since they are functionally alike. 

This argument completely ignores the repeated 

holdings of this Court that limitations in a claim 

taken from a patent cannot be ignored whether the 

question comes up in view of an ex parte rejection 

of the claims, or in an interference in which it is 
argued that priority should be awarded to the patentee 

on the ground that the applicant cannot make the 

claims which constitute the issue of the interference. 

In Lindley v. Shepherd, 58 App. D. C. 31,1928 C. D. 

97, this Court said: 

It is familiar law that claims will be inter¬ 
preted with reference to the application in 
which they originate and * * * apt limita¬ 
tions will not be disregarded. 

In Bijur & Rushmore, 46 App. D. C. 395,1918 C. D. 

122 with reference to the question whether the claims 

of the issue of an interference would read on a sketch 

put in evidence by Bijur and the contention that, 

while the claims did not literally read on the sketch 

the latter showed the equivalent of what was called for 

by the claims, this Court said: 

Courts cannot disregard limitations that are 
expressly defined in a patent [citing decisions]. 
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In Hauberger v. Becker, 27 C. C. P. A. 746,107 F. 

(2d) 601, 1940 C. D. 84, the Court of Customs and 

Patent Appeals held that Hauberger could not make 
in his application a claim of the Becker patent which 

specified a hollow part integral with said casing [of 

a vacuum cleaner] since as shown the part and the 

casing were not formed in one piece and then said: 

Were it permissible to apply the doctrine of 
equivalents, we might come to a different con¬ 
clusion [citing In re Key, 22 C. C. P. A. 1098]. 

Appellant states (page 17 of the brief) that it is not 

contended that the Coons heat exchanger is merely 

the equivalent of Bergholm’s “triple heat exchanger’’ 
but that the claim is directly readable on his 
construction. 

However on page 27 of the brief, it is said that the 

various parts of the system of the Coons application 

operate in identically the same manner as the cor¬ 

responding parts of the Bergholm structure and that 

the operation is made in substantially the same 

structure. 

Again it is said (page 30) that the witness testified 

that the two devices were “duplicates functionally.” 

It is not seen how that language can be interpreted 

except as above indicated. 
Claim 16 uses the expression “a heat exchanger” 

and specifies the function of this exchanger and its 

location relative to certain levels of liquid in the speci¬ 

fied parts of the apparatus. But, as pointed out with 

reference to claim 15, neither the Coons patent nor 
the reissue application discloses “a” heat .exchanger. 
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CONCLUSION 

It is submitted that these findings are sustained by 

i the record and the District Court properly refused to 

i find that plaintiff is entitled to the patent sought and 

it is further submitted that its judgment dismissing 

the complaint (14) should be affirmed. 
Respectfully submitted. 

W. W. Cochran, 

Solicitor, TJ. S. Patent Office, 

Attorney for Appellee. 
R. F. Whitehead-, 

• -• Of Counsel. 

January 1944.v 
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